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L The Examiner's Combinatory of IBM, Henry, and Akimoto Does No? Provide a Prima 
Facie Cass of Obviousness 

Independent claim 19 recites an electronic business transaction service method for 
conducting a business transaction over a computer network and sending an electronic business 
transaction document in a preferred communication format to each recipient party. A transaction 
service server interprets preferred communication f ormat indicators in electronic business transaction 
document to determine the communication format each recipient party should receive electronic 
business transaction document {e.g., computer communication format or non-computer 
communication fonnat). 

The Combination of IBM, Henry & Akimoto Fails to Teach or Suggest Interpreting 
Preferred Communication Format Indicators 

it is admitted in the Office Action that ''IBM in view of Henry does not explicitly teach 
capability for determining at the transaction service server computer a preferred communication 
format for each of the plurality of recipient parties of the business transaction.'' See first full 
paragraph on page 5 of the Office Action. Akimoto is then cited to cure this deficiency by asserting 
that Akimoto teaches determining a preferred communication format for each, of the plurality of 
recipient parties of a business transaction. 

However, Akimoto fails to teach, or suggest determining at the transaction service server 
computer a preferred communicati on for mat for each of the plurality of recipient parties. 
Communication formats are formats for communication to the reciepiertf parties (e.g., computer 
communication format, non -computer communication format, telephonic facsimile, regular mail 
etc.). To the contrary, Akimoto is directed to an email communication system having a single 
communication format - namely, aM. commu^ 

format. See col. 5, lines 19-54 & col. 9, lines 44-47 of Akimoto. There is no teaching or suggestion 
in Akimoto that transmissions to recipients can occur in any fonnat other than standard email transfer 
protocol format (i.e., MIME). 

The Office Action cites Akimoio's Figure 8 and the associated description, as teaching 
preferred communication formats of recipient parties. See Page 5, Final Office Action dated 
November 26, 2.007. Rather than describing preferred communication formats for sending 
documents to recipient, parties. Figure 8 and its related description in Akimoto discuss how various 
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identification characters can be used to signify that certain processes be performed on the email thai 
is being sent. See Akimoto. col. 8, lines 30-35 (describing Figure 8). Figure ? brings further 
understanding to Akimoto'' % identi.ficas.ion characters. The email communication system of Akimoto 
detects special characters "A"' to S 'C* alter the identifirfcation character m the email address to 
determine thai spec its! processing associated with these characters is executed. For example, when 
the identification "A" is added, signature processing is carried out. When the identification "B" is 
added, encryption processing is carried out. See Akimoio, col. lines 25-33. 

As clearly shown at the bottom of the How chart illustrated in Figure 8, regardless of which 
type of content processing has been indicated to be performed by the identiflrfcation characters, all 
communications are ultimately transmitted in (step TI5) in an email transmission protocol format 
where determinations are made in steps (T!3) and (T14) to ensure that the recipient address: is a 
suitable email format. See Akimoio. coi S. lines 60-65. Instead of disclosing determining different 
communication formats as asserted in the Office Action, Figure 8 and its respective description in 
Akimoio discuss how various identification characters are used to process the content of an email 
(e.g., signature or encryption processing) before the content is transmitted according to an email, 
transfer protocol format. As such. Akimoto only discloses that a computer communication format 
(i.e., email transfer protocol) is used for all communications to recipient parties. 

It Is respectfully submitted that the communication format remains unchanged in Akimoto 
{e.g., the communication format is always e-mail transfer protocol). As such, Akimoio fails to cure 
the deficiency of IBM and Henry admitted by the Examiner as failing to teach capability for 
determining at the transaction service server computer a preferred communication format for each, of 
the plurality of recipient parties of the business transaction. 

Contrary to the teachings of the cited prior art, independent claim 19 recites that transaction 
service server computer determines a preferred communication format for each of the plurality of 
recipient parties of the business transaction by int erpreting communication format indicators in the 
electronic business transaction document itself. 

Independent Claim 19 Further Recites Automatically Retrieving a Preferred 
Communication Format Indicator from an Electronic Address Book 
IBM is cited in the Office Action as disclosing an address book tor retrieving a preferred 
communication format Indicator for each of the plurality of recipient parties of the business 
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transact km, as recked in independent claim 19. Applicants respectfully traverse this characterization 
of IBM and submit that IBM actually teaches away from this feature. 

IBM teaches that all communications must occur according to the industry srandard CCITT 
Group 3 fax format, where IBM expressly indicates that it is an important characteristic of Its 
Facsimile Support/400 outbound process that all pages are converted to the CCITT Group 3 fax 
format. See pages 4-5 of IBM. As such, since all communications sent to recipient parties by the 
IBM device occur according to the industry standard COT! Group 3 fax format, it would be 
contradictory to the teachings of IBM to store different communication formal indicators in the IBM 
address book . 

Applicants respectfully submit that IBM does not disclose the limitations that the Examiner 
has indicated u» be taught in IBM. Namely, there is no disclosure in IBM of completing an electronic 
business transaction documents by retrieving preferred co mmu nicati on formats from an el e ctronic 
address hook on t he client computer, as recited in independent claim )9. This feature is further not 
taught by the other cited prior art references. Henry discloses a system where users manually fill out 
a form with email addresses and scan such form into a fax machine so that it is faxed to a fax server. 
Still further, Akumno discloses an email communication system where ail communications are sent 
according to an email transfer protocol format and there is again no teaching or suggestion of 
retri eving preferred communicat ion for mats from an electronic address book on a client computer in 
any of the cited IBM. Henry and Akimoto prior art references. 

Independent Claims L 14 and 19 Further Transmission of an Electronic Business 
Document Between a Computer and Server Over a Computer Network 

Independent claims I. 1-1 and 19 of the present application recite that the electronic business 
transaction document is created on a client computer and is received by the transaction service server 
computer communicating with the client computer through a computer net work . Henry is cited in 
the Office Action as teaching a business server capable of sending business documents in ditferent 
formats. However, Henry does not teach a business management software program ns disclosed in 
the present application nor does Henry disclose a server receiving an electronic business document 
over a computer network. Rather, Henry discloses technology related to the internet fax service 
MongoNci (e.g.. .see w\vw,mon;jonc i.com ) where users manually fill out a form with email addresses 
and scan such form into a fax machine so that it is faxed to a tax server. The document in Henry is 
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created hy a user that fills in the emad address on the form, not in a computer pfoarain. the 
document in /fc-j/n is sent via facsimile in the fax server, not o\er a oosnpiitcr network in electronic 
torm to the server, lims, h is respectfully submitted that Henry fails to teach a tran.sai.xton server 
computer that reec-ves an electronic business transaction docun^cnt c re; aed. * *; c hslDA .S.t.i? VH5AI^LAilIA! 
is r.^\b..cdjhr;lM. -ill A. c .cnjpijtexji^^ork. as recited in independent elaim> 1. M and is\ 

CONCLUSION 

Accordingly, in light of the foregoing remarks it is submitted that there is no factual or legal 
basis shown for the Examiner's rejections under 35 U.S.C. § 103(a). A prima fade case of 
obviousness has not been made. Reconsideration and withdrawal of the 35 U.S.C. § 103(a) 
rejections of the independent claims discussed above and their respective dependent claims which 
depend there from Is respectfully requested. The Commissioner is directed and authorized to charge 
ail required fees, except for the Issue Fee and the Publication bee, to Deposit Account Number 50- 
2638. Please also credit, any overpayments to said Deposit Account. Please ensure that Attorney 
Docket Number 070325-0400 1 7 is referred to when charging any payments or credits for this case. 

RespeeOudv submitted. 
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